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DETAILED A CTION 

1 . Applicant's response filed on June 23, 2010 has been considered and acknowledged. 

Status of the Application 

2. Claims 1-13 are pending under examination. Claims 1-2, 8 are amended. Claims 14-67 are 
cancelled. All arguments and amendment have been fully considered and thoroughly reviewed 
and deemed persuasive in part for the reasons that follow. This action is made Non-Final. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

Claims 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Schatz et al. (US 
2006/0194202 A 1). 

Schatz et al. teach a method for manufacturing of a nucleic acid molecule of claim 1, 
comprising 

a) providing a first at least partially double stranded oligonucleotide comprising a first 
and a second single stranded overhang (see page 2, paragraph 0032, page 7-8, paragraph 0131, 
claim 23 step a) on page 37); 
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b) providing a second at least partially double stranded oligonucleotide that comprises a 
first type IIS restriction enzyme recognition site and a modification that allows the 
oligonucleotide to be coupled to a surface and a single stranded overhang (see page 2, paragraph 
0033, page 8, paragraph 0132-0133, claim 23 step b) on page 37); 

c) ligating the first and the second oligonucleotides via the single strand overhangs to 
form a first ligation product (see page 2, paragraph 0034, claim 23 step c) on page 37); 

d) cutting the first ligation product with the type IIS restriction enzyme releasing an 
elongated first partially double stranded oligonucleotide having a first and second single strand 
overhang and a truncated second partially double-stranded oligonucleotide (see page 2, 
paragraph 0035, claim 23 step e) on page 37); 

e) immobilizing the truncated second partially double-stranded oligonucleotide, the 
unreacted second partially double-stranded oligonucleotide and/or uncut first ligation product via 
the modification to a surface (page 2, paragraph 0036, claim 23 step g) on page 37); 

f) repeating steps a) to e) (see page 3, paragraph 0040, claim 23 step i) on page 37). 
With regard to claim 2-3, Schatz et al. teach that the first ligation product is immobilized 

via the long single-strand overhang (see page 9, paragraph 0136). 

With regard to claim 4, Schatz et al. teach that the method comprises washing the 
immobilized first ligation product and separating it from the surface (see page 15, paragraph 
0178). 

With regard to claim 5-8, Schatz et al. teach that the first overhang comprises a length of 
1, 2, 3, 4, 5, 6 or 7 nucleotides and the first and second overhangs of the first oligonucleotide 
allows stable hybridization (see page 3, paragraph 0042). 
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With regard to claim 9-11, Schatz et al. teach that the modification is biotin modification 
and interaction with the support occurs via biotin modification and the interaction group 
comprises streptavidin (see page 9, paragraph 0136). 

With regard to claim 12, Schatz et al. teach that a part of nucleic acid to be manufactured 
is part of the elongated first partially double stranded oligonucleotide (see page 9, paragraph 
0138). 

With regard to claim 13, Schatz et al. teach that the steps a) to e) are repeated at least 
once and the nucleotides transferred from the second and any partially double stranded 
oligonucleotides provided in step b) to the first oligonucleotide are the nucleic acid to be 
manufactured or part thereof (see page 9, paragraph 0138). Accordingly the claims are 
anticipated. 

Response to arguments. 

4. With regard to the foreign priority, Applicants submission of certified copies of the foreign 
priority papers have been considered and acknowledged. 

5. With regard to the objection to the specification, Applicants' arguments and amendment are 
fully considered and found persuasive and the objection is withdrawn herein in view of the 
amendment. 

6. With regard to the rejection of claims 1-13 under 35 USC 1 12, second paragraph, Applicants' 
arguments and the amendment were fully considered and found persuasive and the rejection is 
withdrawn in view of the amendment. 
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7. With regard to the rejection of claims 1-13 under 35 U.S.C. 102(a) as being anticipated by 
Schatz et al. based on EP 1 41 1 122 Al, Applicants' arguments and the priority papers have been 
fully considered and the rejection is withdrawn herein in view of the amendment. 

8. With regard to the rejection of claims under 35 U.S.C. 102(b) as being anticipated by Schatz 
et al. based on US 2006/01 15850 Al, Applicants' arguments and the amendment were fully 
considered and the rejection is withdrawn herein in view of persuasive arguments drawn to 
oligonucleotide having a first and a second single-stranded overhang. 

9. With regard to the rejection of claims 1-13 under 35 U.S.C. 102(e) as being anticipated by 
Schatz et al. (US 2006/0194202 Al), Applicants' arguments have been fully considered and 
found unpersuasive. The cited portions of Schatz et al. does teach oligonucleotide having a first 
and a second single-stranded overhang because one end of said oligonucleotide is modified to 
allow coupling to a surface or blocked to allow ligation of the second oligonucleotide to 
unblocked end of the overhang and page 7-8, paragraph 0131 teaches that the oligonucleotide 
library comprising oligonucleotides having 3' and 5' end single-stranded overhangs. The 
rejection is maintained and re-written to incorporate the limitations as above. 

Conclusion 

No claims are allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suryaprabha Chunduru whose telephone number is 571-272- 
0783. The examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Suryaprabha Chunduru/ 

Primary Examiner, Art Unit 1637 



